• Digitizing a print title and lending or giving the e-copy to visually disabled patrons only.
• Digitizing a print title to create an e-equivalent, where the e-book is intended for regular patron use.
For the purposes of this paper, "digitize-and-lend" refers only to the third model above, and to only one variation of that model. That variation assumes that any title digitized is still protected by copyright, 4 and that a library will only digitize a title that has been legitimately acquired (e.g., purchase or gift). A library circulating a digitized title may only use simultaneously the number of copies that it has legitimately acquired. For example, if it owns three copies of a title and digitizes one copy, it could choose to circulate one digital copy and two print, or three digital copies, or two digital copies and one print; in all cases, it could only circulate the same number of copies that it owned before digitization. Circulation in any format is controlled, whether through an integrated library system or an e-reader (e.g. Adobe Digital Editions) that recognizes digital rights so that only one user can use any given copy at a given time. Last, libraries using this model will serve only patrons within the boundaries of the United States and its territories.
The other two models are not discussed, as they are more straightforward and do not raise the types of complex copyright questions that surround the third. And variations of the third are not explored, as they are uncommon and are heavily dependent on facts of their specific implementations.
Before examining the component pieces of a digitize-and-lend project, it is useful to understand the benefits of this approach and why libraries might adopt it as a core mechanism to accomplish their service missions. Those benefits generally fall into three different categories: cost savings, access to a broader range of materials by all participating libraries, and service to underserved populations.
Cost savings come in multiple forms. The first is in staff time for interlibrary loans, collection development, and digitization. As digital items can be loaned without packaging and shipping, staff time is saved on those activities. Similarly, if the project involves multiple libraries, collection development is shared ---even if only for the parts of the collection that are not regularly used ---the review and selection of such materials need not be duplicated at every library; subjects could be assigned to member libraries for a more complete review and the building of a more comprehensive collection. Staff also need not spend time on recalls, holds, and searching for claimed-returned items, as returns and recalls could be automated; recalcitrant patrons could not retain a title for longer than allowed.
Last, if libraries with common titles can digitize the title once and provide it to others for their collections (where the receiving libraries hold the print title), then the libraries holding that same title need not all digitize the title independently. Libraries collectively can digitize one copy of each title and use it to replace all of their print equivalents, if desired. The library undertaking the digitization would see increased costs, but the receiving libraries would have none. While this is not necessarily a cost savings in the same manner as the others described above, it does ensure that labor is not duplicated by digitizing the same title repeatedly.
There could also be savings in collection costs, as libraries will no longer need to purchase the same content in different formats as technologies fall out of use or style. If a library is interested in the Wizard of Oz, they need not replace a film version with a VCR version, then a DVD version, then a streaming version, unless they want added content (e.g., colorization, outtakes) that may exist on newer releases. Those libraries satisfied with the content of the original can simply shift that original format into a current or more usable format and discontinue use of the older format. For public libraries, this is particularly compelling, as the best and most effective use of public funds would be to purchase as much unique content as needed for the community, not to spend funds repeatedly on identical content where multiple copies are not needed.
Other less meaningful cost savings can also be achieved through reduction of operating costs. If libraries no longer need to ship books, they save both on shipping and packaging, and the monies for these operations can be redirected into collection purchases. They also need not worry about security measures such as tattle tape or RFID tags for digital items, thereby reducing the costs not only of the materials for each book, but also potentially reducing the need for security gates or security guards for physical collections. Security services may still be necessary for library spaces or other uses, but they would reduce the costs attendant to the protection of print materials. On the flip side, there may be reduced fine revenues from overdue books, but that could be offset by the cost savings of staff time, not to mention the non-financial aspect of having a title available to users in a timely manner.
The other major benefit is in the expansion of access, and this also comes in various forms: access to a broader range of materials, more user-friendly materials, and service to underserved populations.
As budgets have declined and publishing has proliferated, 5 many academic libraries have reduced the active collection of research titles in areas less frequently used by their user populations, choosing to acquire these only when requested. Logically, this means that the collections of the libraries of the 21 st century are overall less complete in published content than the libraries of earlier years. 6 In terms of immediate availability of recently published information, this may not have a significant impact, so long as they remain in print. But once the title is no longer carried by the publisher, options for discovery shrink considerably. By coordinating selection and purchase of these titles by libraries, libraries ensure that a wider and more comprehensive range of titles on any topic remain accessible to future generations. This will enable scholars at all participating institutions to access comprehensive collections instead of only the titles that they are able to identify and request themselves, leading to more informed discourse. Libraries also increase the chances of survival of a "last copy" should disaster strike the few, or single library, owning a title, something that cannot be done effectively in print.
The second benefit in access is simply usability. Libraries with large microform collections or with collections of non-print materials (e.g., A/V) regularly note user dissatisfaction with these formats. Users simply avoid microform if at all possible, 7 and A/V materials can be difficult to access if the right equipment cannot be found or is not operational at the time the resource is needed. By digitizing a title and continually converting it to a format that is easily accessed through library machinery or equipment commonly used by the population, the title will be easily accessed throughout its lifespan.
The last benefit speaks to populations for which distance is a barrier to access. The Pew Research Center conducted a study on public library use and its data showed that individuals living in rural areas or who had physical disabilities reported greater difficulties in accessing their libraries' resources than other populations. 8 In converting materials from a physical form to a digital one, these barriers can be overcome for many patrons. A book can be checked out even when a library is closed or when a patron is unable to physically visit their library. A user does not have to lose time commuting to a library to access its materials. Users themselves may also see savings or value in accessing information that might otherwise be available only in remote locations or deemed so fragile that they cannot be handled in their original formats.
With all of these benefits, it is not surprising that libraries would view digitize-and-lend projects as a tool to enhance the services and collections that they provide. But regardless of how beneficial an action might be, it also must pass the legal tests set by copyright laws.
Copyright Infringement and the Affirmative Defenses of First Sale and Fair Use
From its first appearance in United States' federal law, copyright has sought to balance the interests between authors and the public. 9 The floor debates and congressional documents accompanying every major piece of copyright legislation show this constant struggle as well as the unwavering commitment to both the public interest and authors' rights.
Given those interests, it should be unsurprising that copyright laws are fairly evenly divided across these interests. Section 106 reserves to the copyright owner broad control over Section 121 permits the reproduction and distribution of published works to the visually impaired, so long as format used in reproduction is customized to meet the needs of that impaired group, the reproduction contains a notice that reproducing in any other format is prohibited, and the reproduction includes a copyright notice identifying the copyright owner and its date of original publication. 16 One could argue that this type of use is now even more expansive, as courts have used fair use to supplement section 121, permitting distribution to the visually disabled even when the three statutory requirements are not met. 17 The trend towards reducing requirements for providers to the print disabled may be due in part to the Marrakesh Treaty, 18 which has 26 signatories including the United States and strongly supports copyright exceptions for the blind, visually impaired, and otherwise print disabled.
Section 108 authorizes libraries and archives to reproduce and distribute copyrighted works under certain conditions, including interlibrary loan, preservation, and replacement of obsolete formats. Each exception has a list of associated requirements and the section as a whole is read to recognize that libraries and archives serve a unique public purpose and therefore should have greater privileges than the general public in order to meet those obligations.
Section 109 is the codified expression of the first sale doctrine, which generally stands for the proposition that the legitimate owner of the material embodiment (e.g., book, DVD) of a copyrighted work may dispose of that embodiment in whatever way s/he sees fit. 19 It is an explicit exception to the right normally reserved by authors "to distribute copies or phonorecords of the copyrighted work to the public by sale or other transfer of ownership, or by rental, lease, or lending." 20 First sale is what allows libraries to lend works it has acquired.
Last, but in some ways, most important is fair use, which is codified in 107:
Notwithstanding the provisions of sections 106 and 106A, the fair use of a copyrighted work, including such use by reproduction in copies or phonorecords or by any other means specified by that section, for purposes such as criticism, comment, news reporting, teaching (including multiple copies for classroom use), scholarship, or research, is not an infringement of copyright. In determining whether the use made of a work in any particular case is a fair use the factors to be considered shall include-
(1) the purpose and character of the use, including whether such use is of a commercial nature or is for nonprofit educational purposes; (2) the nature of the copyrighted work; (3) the amount and substantiality of the portion used in relation to the copyrighted work as a whole; and (4) the effect of the use upon the potential market for or value of the copyrighted work.
The fact that a work is unpublished shall not itself bar a finding of fair use if such finding is made upon consideration of all the above factors. 21 Fair use is a broad exception, intended to be flexible enough to accommodate changes in customs and technologies, which makes it the only statutory provision that is not tied in some measure to the era in which it was drafted. It does not use language that assumes a certain type of technology nor does it require restrictions that may not make sense in different formats. It does not require that each factor be given a specific weight or even be seen as equal to each other. In fact, while the four enumerated factors are most commonly relied upon by courts, these factors are not exclusive, 22 and courts appear to have considered other factors such as behavior of the parties, 23 free speech, and unexpected technologies. 24 Courts and Congress have stated it best:
The ultimate test of fair use… is whether the copyright law's goal of "promot[ing] the Progress of Science and useful Arts," U.S. Const., art. I, § 8, cl. 8, "would be better served by allowing the use than by preventing it. 25 [S]ince the doctrine is an equitable rule of reason, no generally applicable definition is possible, and each case raising the question must be decided on its own facts. 26 This paper will not explore sections 108, 109, or 121 in any greater detail, as those exceptions are each narrow in scope. While each can be used to justify some uses within a digitize-and-lend endeavor, only fair use can be used to justify the basic principle underlying the entire practice. To demonstrate how fair use applies, we will explore each component of a digitize-and-lend strategy. The assumption in each case below is that some of a copyright owner's exclusive rights have been infringed and libraries would be asserting an affirmative defense of fair use in each case. Please note, however, that these are not the only facts or analyses possible, and in some cases, it may be possible to refute some of the charges of infringement entirely by using different theories or statutes. Since hypotheticals can vary widely, though, this paper seeks to use the likeliest scenario in its examination.
Digitization and Conversion
In order to create a digital collection that can be lent free from restrictions and tied to licensed e-works, a library must first undertake digitization. Therefore, this section explores digitization, separate from all other uses of the digitized item, as well as conversion when a technological format becomes disfavored, unstable or obsolete. Digitization itself implicates the reproduction right, as a print copy is scanned in and saved in a digital form. Similarly, conversion does the same, as it converts one digital format to another, creating a new copy in the process. Reproduction is not only one of the exclusive rights enumerated in 106, 27 but it is the only right that has remained protected throughout all of United States copyright history, 28 so has particular significance in copyright litigation.
There is a line of thought that digital copies cannot infringe on the reproduction right, as infringing the right requires a resulting "material object," 29 but this is far from an uncontested view, 30 and it seems that the more logical and accepted view is that a digital reproduction is a reproduction that falls within the exclusive rights of a copyright owner. That is the view that this paper takes.
Not surprisingly, there have been no identified cases on these facts, probably because copyright owners have no way of knowing when these actions occur. Scrutiny is typically only triggered when a digitized item is used and that subsequent use comes to the attention of someone with a copyright interest in the work. Further, since the fair use evaluation requires use of some sort, it is difficult to apply in a reproduction-only case without additional uses. However, we do know that courts have regularly rejected the idea that the mere copying of the entirety of a work invalidates a fair use claim. 31 In the context of libraries, digitization has largely turned into a non-issue, as evidenced by the recent Google 32 and HathiTrust 33 opinions. Both of these cases stemmed from the Google Books project 34 , which aimed to digitize and make available the world's literary history starting with the libraries of Harvard, the University of Michigan, the New York Public Library, Oxford, and Stanford. The number of participating libraries grew, even as authors and authors' groups filed lawsuits claiming infringement.
The Google Books project was scaled back considerably once litigation began, but enough of it survived for it to remain active in the courts. The corpus of digitized texts resided in multiple locations, but only two were the continued target of authors. One was Google itself, which made the texts searchable on their Google Books page, showing pieces of books where the search term was found. They also used the database they built for other purposes, such as creating the n-gram tool that could map the history of the use of a word or series of words. The second major target was HathiTrust, which used the works that Google had digitized as the central core of a shared digital repository. Unlike Google, they did not display any portions of the works, except to owning libraries or to the visually disabled, though they allowed users to search the database to determine what books in the collection contained those words.
In both of these cases, digitization itself was ignored in the court's final analysis or treated as incidental to other uses, not mentioned in either appellate opinion except in the descriptions of each project. There was no substantive evaluation of digitization's infringement of the reproduction right, despite the claim being a primary part of the initial complaint filed by the Authors' Guild against Google 35 and despite digitization itself being a non-transformative use.
In examining these two cases, it has become apparent that where downstream uses of the digitized works are determined to be fair, the digitization itself will also be considered fair, which requires us to look more closely at the subsequent uses for a work in a digitize-and-lend model. Once digitized, libraries must have a procedure for storage and retrieval of the resultant images. This type of use implicates the reproduction right, as best practices for the handling of digitized materials demand that the digital files meet minimum standards, 36 and that the images produced be preserved in multiple copies and stored in a secure manner while permitting checks for file fixity and data integrity. 37 The number of copies made should be stored in geographic locations with different disaster profiles to ensure that should one disaster in one area of a country destroy a copy that another will survive. 38 These extra copies are not intended for patron use but rather for preservation purposes and redundancy in the case of technology failure. Storage and access may also infringe on the public distribution right if the materials are accessed by users.
Storage of Multiple Copies for Redundancy and Preservation
Both the HathiTrust and Google opinions largely sidestepped the issue of fair use as applied to storage, as the plaintiffs in the latter case could not establish any actual or realistic anticipated harm, 39 and in the former, lacked standing. 40 Some of the language in the HathiTrust case, though, clearly reflects the reasoning that would apply:
The Authors also contend that the copying is excessive because the HDL creates and maintains copies of the works at four different locations… But the record demonstrates that these copies are also reasonably necessary in order to facilitate the HDL's legitimate uses. Both servers contain copies of the digital works at issue. According to the HDL executive director, the "existence of a[n]
[identical] mirror site allows for balancing the load of user web traffic to avoid overburdening a single site, and each site acts as a back-up of the HDL collection in the event that one site were to cease operation (for example, due to failure caused by a disaster, or even as a result of routine maintenance)." …To further guard against the risk of data loss, the HDL stores copies of the works on two encrypted backup tapes, which are disconnected from the internet and are 36 See Federal Agencies Initiative Still Image Working Group's Technical Guidelines for Digitizing Cultural Heritage Materials at http://www.digitizationguidelines.gov/guidelines/FADGI_Still_Image-Tech_Guidelines_2010-08-24.pdf ; A Framework of Guidance for Building Good Digital Collections -NISO Recommended Practice at http://www.niso.org/publications/rp/framework3.pdf ; Technical Guidelines for Digitizing Archival Materials for Electronic Access http://www.archives.gov/preservation/technical/guidelines.html 37 See the NDSA Levels of Digital Preservation: An Explanation and Uses at http://ndsa.org/documents/NDSA_Levels_Archiving_2013.pdf 38 Id. 39 Authors Guild v. Google, Inc., 804 F.3d 202, 229 (2015) ("But on the present record, the possibility that libraries may misuse their digital copies is sheer speculation") 40 Authors Guild, Inc. v. HathiTrust, 755 F.3d 87, 103-04 (2014) ("The record… does not reflect whether the plaintiffs own copyrights in any works that would be effectively irreplaceable at a fair price by the Libraries and, thus, would be potentially subject to being copied by the Libraries in case of the loss or destruction of an original. The Authors are not entitled to make this argument on behalf of others, because § 501 of "the Copyright Act does not permit copyright holders to choose third parties to bring suits on their behalf." ABKCO Music, 944 F.2d at 980") placed in separate secure locations on the University of Michigan campus. The HDL creates these backup tapes so that the data could be restored in "the event of a disaster causing large-scale data loss" to the primary and mirror servers. " 41 From this language, we seek to do a full analysis of fair use for storage and preservation. The purpose and character of storage of multiple copies is both non-commercial and in the public interest, as each copy is not sold and the purpose is to ensure the preservation of an uncorrupted copy for current and future users. Further, preservation may be seen as a transformative use, a use that is "different in purpose, character, expression, meaning, and message from the page (and the book) from which it is drawn." 42 An author does not weave a whimsical tale to preserve it but rather to communicate the content. Transformative works receive special consideration in fair use determinations, as "the more transformative the new work, the less will be the significance of other factors ... that may weigh against a finding of fair use." 43 With or without the transformative component, though, this factor should weigh in the favor of fair use because of society's interest in preservation, even if copyright holders and courts might debate how many copies would be necessary to meet this purpose.
The second factor is the nature of the work, and in the case of digitize-and-lend, works of all types would be digitized. With fictional works, and unpublished works (e.g., manuscripts), as well as non-fiction words in the mix, it is possible that courts will view this factor as weighing against fair use. However, this factor has rarely been determinative in fair use cases, 44 and especially in the case of a transformative purpose, is viewed in light of the use of the work. 45 As in most cases, this factor would likely be non-determinative.
In weighing the third factor, the amount and substantiality of the work taken, the entire work would be taken for each title and the general principle is that the more of a work that is taken, the less likely that fair use will prevail. 46 However, courts have recently made clear that this prong of the analysis also cannot be viewed in isolation but must be viewed along with use. 47 As stated by the Court in Google:
Complete unchanged copying has repeatedly been found justified as fair use when the copying was reasonably appropriate to achieve the copier's transformative purpose and was done in such a manner that it did not offer a 41 Id. at 98-99. 42 Id. at 97. 43 competing substitute for the original. 48 Lastly, as storage, even of multiple copies of a work, does not add copies to the market, there is no impact on the market and the copies do not offer "a competing substitute for the original." Materials stored on secure servers are not generally accessible. Therefore, this last and most influential factor 49 would weigh in favor of fair use. At the end of the day, the author's interest has not been affected and there is no market damage.
The transformative component of this argument would fail, though, if these copies are accessible by users, but that analysis will be reserved for the later section on lending.
Creation of a Full-Text Searchable Database
For resources to be identified as potentially useful by library patrons, libraries must make the materials findable. For digitized works, that can be done in several ways, the two most popular being a full-text searchable database and the addition of the database to a library discovery platform. Both accomplish the same goal, which is to allow the user to search the full-text of materials digitized, but the discovery platform goes one step further in intermingling the digitized content with other library resources (e.g., licensed content). Creation of a database would involve the reproduction right, as it requires digitizing all underlying works to populate the database.
Creating a searchable database has already been determined to be a transformative use by the court in HathiTrust, 50 as it serves the purpose of identifying materials relevant to a person's research instead of serving as a substitute for the text of the books themselves. Adding such a database to a discovery platform serves the same purpose and therefore would fall under the same analysis.
As both uses are transformative and non-commercial, the purpose and character of use weigh in favor of a fair use determination. Per the HathiTrust court, the other factors are then viewed from the lens of a transformative work, and their weight lessens in the overall calculation. Each factor is considered in tandem with the purpose of the use. The analysis of the other factors would mirror the reasoning in the HathiTrust case. Factor two would be a neutral factor. While the works digitized would comprise both fiction and non-fiction, what matters in a transformative use is how the works are used, not how creative the works are. The third factor would come out in favor of fair use, as taking the whole of the works is necessary to satisfy the function of a full-text searchable database. 52 And since the database does not substitute for the work, but merely as a finding aid, it has no market impact. 53
Displaying Snippets with Search Results
Context matters in a search, allowing users to assess whether a particular source is needed before retrieving or checking out the resource. Merely knowing that a term or phrase exists in a work is insufficient to narrow down potential research sources. Displaying snippets with search results implicates the reproduction, distribution, and public display rights and was most thoroughly reviewed in the Google case. As noted by that Court:
Google's division of the page into tiny snippets is designed to show the searcher just enough context surrounding the searched term to help her evaluate whether the book falls within the scope of her interest (without revealing so much as to threaten the author's copyright interests). Snippet view thus adds importantly to the highly transformative purpose of identifying books of interest to the searcher. With respect to the first factor test, it favors a finding of fair use (unless the value of its transformative purpose is overcome by its providing text in a manner that offers a competing substitute for Plaintiffs' books… 54
Factor two is non-dispositive in a transformative work; in evaluating the display of text snippets in the context for fair use, "[o]ne cannot assess whether the copying work has an objective that differs from the original without considering both works, and their respective objectives." 55 Both factor three and factor four face a different test than that described for databases. In factor three, "[w]hat matters…is not so much "the amount and substantiality of the portion used" in making a copy, but rather the amount and substantiality of what is thereby made accessible to a public for which it may serve as a competing substitute." 56 As showing limited snippets ---approximately one eighth of a page, in Google's case---cannot replace a book in full, limited displays would fall in a category that favors a finding of fair use.
Despite the court's acknowledgement that snippets could result in the loss of sales, it 52 Id. at 98-99. 53 Id. at 99. ("The Libraries contend that the full-text-search use poses no harm to any existing or potential traditional market and point to the fact that, in discovery, the Authors admitted that they were unable to identify "any specific, quantifiable past harm, or any documents relating to any such past harm," resulting from any of the Libraries' uses of their works (including full-text search)) 54 Authors Guild v. Google, Inc., 804 F.3d 202, 218 (2015). 55 Id. at 220. 56 Id. at 222.
emphasized the longstanding principle that the loss of sales would "generally occur in relation to interests that are not protected by the copyright," 57 such as the discovery of a fact (e.g., president's birthday) that could be conveyed entirely in a snippet. The court went even further in noting that while it was possible for snippets to contain enough words to encroach on protected expression, the brevity and disconnected nature of snippets could not substitute for the entire work. 58 On that premise, the fourth factor favored fair use. The Google court concluded: "The purpose of the copying is highly transformative, the public display of text is limited, and the revelations do not provide a significant market substitute for the protected aspects of the originals." 59 Since library discovery engines also only display small snippets, we believe that the same analysis in the Google Books case would apply to the discovery of resources in digitize-and-lend projects.
Controlled Circulation of Digitized Materials
By far and away, the most challenging component in digitize-and-lend projects is the lending of titles in a manner which substitutes for the original. Lending here would be controlled by some mechanism that has digital rights management protocols (e.g., Overdrive), to limit simultaneous access and to avoid duplication or further distribution by users. The mechanism would also enable the use of specific checkout periods or recall.
Lending of digitized items potentially involves the reproduction, public distribution and derivative work rights. Lending of a digital item would be impossible without digitization, which would be a reproduction normally protected by 106. Similarly, user access to the full-text of the works would meet the description of the public distribution right within the same statute. Whether the right to make derivative works would be infringed is a more difficult matter.
The text of the derivative works right is contained in 106(6), and the boundaries of the right may prove to be troublesome to define in a technological age. Whether or not the derivative work right has been infringed will depend in part on the tool used by a library to disseminate e-books and in part on courts' understanding that technology can automate instantaneously actions once seen to infringe this right. For example, screen readers essentially make audio versions from any text, and various applications can create translations from machine-readable text. Both of these products are identified as paradigmatic examples of a derivative work in the definition section of the Copyright Act. 60 It may be possible for libraries 57 Id. at 224. 58 Id. 59 Id. at 229. 60 17 U.S.C. §101. ("A 'derivative work' is a work based upon one or more preexisting works, such as a translation, musical arrangement, dramatization, fictionalization, motion picture version, sound recording, art reproduction, abridgment, condensation, or any other form in which a work may be recast, transformed, or adapted. A work to infringe on this right should they create a reader that has within it a translation or audio function. Then again, if those functions do not result in a new embodiment (e.g., new digital file), these functions would not meet the permanence required for an infringing act. As it is highly unlikely that a library would create its own reader but instead would use or recommend an existing product on the market, for the purposes of this discussion, it is assumed that libraries would not infringe on this right.
The character and purpose of use is identical to the use of the original, so lending does not appear to be a transformative use, though an argument could be made that it is in cases where use is intended for disabled patrons or those in remote locations. In those instances, the digital work is being used primarily to overcome distance, not to replicate content. However, since the lower court in HathiTrust essentially made this assertion for the provision of texts to those with visual impairments and was soundly rebuked by the appellate court, 61 we will use the latter's more limited interpretation of transformative use. 62 The digitized version of the book is being used in the exact same manner as the original print version ---to read the content ---and therefore cannot be transformative. The character of use is non-commercial. At best, the combination of those elements would cause this factor to be seen as neutral since the overall purpose of lending aligns with the general non-commercial, public interest mission of a library to provide resources to its community. At worst, it would be seen as weighing against fair use. 63 Given how the Google and HathiTrust courts treated digitization, though, which is also a non-transformative use, it is reasonable to take the view that this factor is more neutral than negative, and a fair use claim can survive despite the failure to produce a nontransformative use.
As in all cases, factors two and three cannot be viewed in isolation. It is true that the works lent comprise both fiction and non-fiction, and that the full-text of the works have been copied. However, it would also be true that the amount taken is that which is necessary to the use, as reading a book loses its value if you do not have access to the entirety of the book. Given the general consensus that these factors cannot be viewed in isolation and are themselves not determinative, these factors would seem neutral.
consisting of editorial revisions, annotations, elaborations, or other modifications which, as a whole, represent an original work of authorship, is a 'derivative work'.") 61 Authors Guild, Inc. v. HathiTrust, 902 F.Supp.2d 445, at 461 (2012). (holding that providing copies to the print disabled was a transformative use) and Authors Guild, Inc. v. HathiTrust, 755 F.3d 87, 101 (2014) (correcting the district court, and determining that normally the copies provided to print disabled would be considered derivative works). 62 Id. at 101. 63 Cambridge Univ. Press v. Patton, 769 F.3d 1232, 1262 (2014) ("…Defendants' use of excerpts of Plaintiffs' works is not transformative. The excerpts of Plaintiffs' works …are verbatim copies of portions of the original books which have merely been converted into a digital format. Although a professor may arrange these excerpts into a particular order or combination for use in a college course, this does not imbue the excerpts themselves with any more than a de minimis amount of new meaning.") Fair use, then, seems to rest primarily on the fourth factor, as it does in most cases. Since this is not a transformative work, the question is: does the lending of a digitized copy of a work affect "the potential market for or value of the copyrighted work?" [emphasis added] The key part of this test is the definition of the market. It is the market of the copyrighted work that is relevant, not any other market. In the case of digitize-and-lend, this becomes complicated as two (or more) markets may be intertwined: the market for the copyrighted work and the market of a given technology. After all, if a library buys a copy of a work in print, digital, and audio formats, are each of these purchases being made because of the content in each? Or is it possible that some of these purchases are made for the format / technology? Let us walk through three examples to untangle the markets involved:
• Library One has purchased one copy of a title, it format shifts but continues to use the original format as well, thereby turning one copy of a work into two copies. In this case, the library has not paid for two copies, but only one, and is using two to meet user demand.
• Library Two has purchased one copy of a title, it digitizes the title and only uses the digitized copy. It places the original print copy into a dark archive, not accessible to the public. It has paid for one copy and only uses one copy.
• Library Three shows a hybrid situation. A library has purchased one copy of a title, it digitizes the title, and primarily uses the digitized copy. The print copy is in a staff-only area, and not available for general browsing or circulation. On occasion, a user specifically requests the print copy. In those instances, the library takes the digital copy out of circulation, and checks out the print copy. While this library has two copies, only one copy is used at any given time.
Library One clearly could not avail itself of a fair use defense as it is using its digitized copy in a manner that increases the number of copies of the work available for its users. That additional copy substitutes for a copy that should have been purchased for its content and therefore actually affects the market for the work. In the second two instances, the effect is distinctly different. The digitized copy does not replace or substitute for a copy available on the free market, but rather, it replaces the library's legitimately acquired copy. Libraries Two and Three are not looking to gain more copies than they have legitimately acquired, but simply want to make full use of the content that they have.
Even though Libraries Two and Three have not increased the number of copies in use, it is still possible that their actions impact the market for the works digitized. But as noted in Campbell, not every action that lessens or kills demand for the original produces a harm recognized by copyright laws. 64 The most common examples are parody or blistering criticism, both of which could reduce sales of a work. Copyright does not protect the work against these types of market effects.
Similar arguments can be made here. First, copyright is medium neutral, 65 a concept which has been used both offensively and defensively in litigation. An author of a work cannot claim a new copyright if all he does is transfer an existing work to a new medium, 66 and a defendant cannot fight a charge of infringement by claiming that converting a work to a new format removes the work from the protection of the original copyright. 67 In other words, copyright protects the work, not a format.
Market impact, then, should be measured on the overall market for the work, not by any change in any of the individual markets for the different formats of the work. In a digitizeand-lend strategy, libraries would still buy titles in print representing the actual number of copies needed by their communities. Libraries may also continue to buy new formats of the same work if those new formats contain new content desired by the community, but where they merely need access to the content of the item they already own, format shifting allows them to continue to use the content of the investments they have already made. At its heart, the question that has to be asked and answered is this: if a library has one lendable copy before digitization and one lendable copy afterwards, can market harm (if any) be attributable at all to infringing the work? Or is it entirely attributable to technology, which copyright does not protect?
If a library decides to purchase materials only in print, this may indeed reduce overall library spending on the same titles in other formats. But the library could also decide to purchase more copies in print than they do now to meet community demand, knowing that they will have the ability to format shift, and that demand is sufficient to require multiple copies; such action would cause an uptick in print purchases to counteract the decline in digital purchases of the same title. Even if the rebalancing of sales does not occur and copyright owners see an overall decrease in the number of copies of a title sold to libraries, that decrease may not be associated with the market for the copyrighted work.
In such a decline, a strong argument can be made that the profit lost would be sales to libraries that used to buy new formats for the technology, not the content. After all, if a library consistently purchased copies of a work in multiple formats before format shifting (e.g., 1 print, 1 digital), but then became perfectly satisfied with a single copy once it could digitize and lend (see Library Two above as an example), that means that the needs of its community are satisfied by a single copy. The extra purchase pre-format-shifting was not driven by the need for an extra copy of the content but by the technological container of the content.
Since potential purchases lost in this scenario are caused by a demand for newer technology and not additional copies of the same content, one can argue that the market for the copyrighted work was temporarily and artificially elevated by non-copyright interests. Any reduction in profits caused by libraries format-shifting would actually correct that artificial market. Loss of a technology-created windfall to authors and publishers should not be part of the fair use analysis, as the loss would not be associated with the aspect of the market attributable to the substantive, creative works protected by copyright. Second, it is also possible that library users might purchase fewer copies themselves, choosing to rely more on libraries as their titles become available online. Any reduction in sales by users is highly speculative, though, as there may be no way to prove that those users would ever have wanted the books enough to purchase them. A reduction could be caused by several factors, from ease of use (e.g., library digital copy has a built-in screen reader) to readers finding library resources more readily because of the enhanced search function of databases. Declining sales for these reasons should not be within the fair use analysis, as they have to do more with usability and access than the making available of an added, unauthorized copy of the content of the work being read or checked out.
Further, the fact that these actions would be taken by non-profit libraries for noncommercial purposes requires copyright owners to meet a higher burden of proof when it comes to the fourth factor. "If the intended use is for commercial gain, that likelihood [for market harm] may be presumed. But if it is for a noncommercial purpose, the likelihood must be demonstrated.' " 68 Even in Google, where the defendant was a commercial entity, the court ruled for fair use where the plaintiffs failed to furnish sufficient evidence to support a reasonable theory of harm in potential hacking of servers to gain access to digitized copies. The bar in digitize-and-lend, where libraries would be defendants, should be at least that high, if not higher.
Third, even if a copyright owner could produce data demonstrating direct correlation between library lending specific copies and an overall reduction in sales in the corresponding titles, they would be unable to prove that this reduction was due to an added copy to the market. Libraries are permitted to lend their legitimately acquired collections under 109. As long as they circulate only the number of copies they have legitimately acquired, any market harm in circulating a digital copy instead of a print one logically would be tied to the technology itself (e.g., faster delivery) more than the content. This is not a market harm protected against by copyright.
In short, though we have a non-transformative use, the purpose remains library lending of content that a library legitimately owns, 69 and any shifts in market behaviors would be attributable to technology, not the "market for or value of the copyrighted work." Controlled circulation of digitized works should therefore be fair use.
Use of Digitized Materials By Another Library to Replace Print Equivalent
Like the lending structure, this issue has not yet been reviewed or decided by the courts. In these situations, a library could obtain from another library a copy of a digitized text owned by each library, which would implicate the reproduction and distribution rights. Both the providing and receiving libraries would then have a digital copy for use. Neither library would seek to save the costs of acquiring the work itself, as they would each need to independently own legitimately acquired copies. Each would control circulation of any digital items lent, and at no time would they circulate more copies than what they own. The receiving library would seek to reduce the costs to itself of digitization, but if this is seen as a market harm, it would be a market harm to the industries creating digitization equipment, not to the owners of copyright. Any reduction of sales incident to format shifting from print to digital would fall under the analysis in the section immediately preceding this one, leading us to the same conclusion: this type of use would be fair.
Resource Sharing through Interlibrary Loan or Consortia
Libraries often share resources with one another through ILL or consortial arrangements 70 and digital items simplify many of the processes for sharing. The fair use analysis for this type of use within digitize-and-lend models mirrors that for controlled lending of items except for the potential market effect.
Practically speaking, all of these uses are already permitted in an analog world. Libraries ship materials to each other through ILL, libraries with multiple branches will purchase materials for the whole instead of replicating every collection in each branch, and consortia or partner libraries will enter into agreements to allocate shared specialty purchases to different libraries.
What changes in a digital realm is speed and costs (staff, materials, and shipping), so there may well be a market effect for any given title. It is theoretically possible for libraries collectively to buy fewer copies of a given title if that title is shared by several libraries, freeing up resources to acquire more unique content or more copies of titles in greater demand. It is equally plausible that use of digital items would result in greater demand. As libraries within consortia would still need to acquire the number of copies necessary to sustain its community, the digitize-and-lend model could result in a net gain of purchases, with all operational savings being reinvested into collections. As either of these outcomes is highly speculative, and the only data available on print v. digital versions of titles is highly variable, 71 this is an area where hard data would be necessary to the analysis.
The fair use argument survives even without this data, though, as any market effect is again caused by non-copyrighted-content elements. It is not the content that would drive cost savings or makes it easier to collaborate; it is the technology. More efficient use of technology ---such as FedEx or other shipping methods in the past ---can have real market effects, but these market effects are not harms that copyright laws protect against.
Big Data and Data Mining
While not an explicit goal of digitize-and-lend projects, whenever a substantial data store is created, there is the possibility and promise of data mining. Any large collection of information can be used to identify patterns in a way that the use of any single document cannot. Whether through creation of tools like Google's n-gram 72 or through circulation/search analysis, libraries with such databases can gain information that otherwise would be invisible. Even while protecting users' privacy, they would be able to see what titles and subjects are most popular at any given time, evaluate types of use (reference v. reading) based on the amount of time users spend with works, and how social media (or any media) effects the 72 https://books.google.com/ngrams See also the Court's mention of the n-gram tool in Authors Guild v. Google, Inc., 804 F.3d 202, 217 (2d Cir. 2015) ("…through the ngrams tool, Google allows readers to learn the frequency of usage of selected words in the aggregate corpus of published books in different historical periods. We have no doubt that the purpose of this copying is the sort of transformative purpose described in Campbell as strongly favoring satisfaction of the first factor.").
interest in subjects or titles. These are uses where the full-text of any text need never be viewed or could just be viewed in snippet form.
While not fully explored by the courts, the analysis here should closely mirror that of the searchable database. The purpose of the use would be transformative, seeking to use the fulltext of books not for the substantive content but rather to determine historical patterns, identify relationships between works, possibly uncover authors of anonymous or pseudonomous works through language patterns, or identify misprintings through the comparison of multiple copies of a text. Once the transformative test is passed, the rest of the factors fall into place. The nature of the works would include both non-fiction and highly creative fictional works, but given the use, this would simply result in a conclusion that the second factor is non-determinative. As the full-text of each work is needed to create a database to be mined in such a fashion, the full reproduction of works is reasonably necessary to accomplish the use. And since the use cannot substitute for the original works, there is no market damage. Data mining, so long as the full-text of works is not displayed, would therefore be fair use.
Other Common Questions and Their Answers
1. Doesn't the fourth factor in fair use require a broader examination of market effects, as articulated In Campbell?
The Campbell court noted that the fourth factor of fair use "requires courts to consider not only the extent of market harm caused by the particular actions of the alleged infringer," but also "whether unrestricted and widespread conduct of the sort engaged in by the defendant ... would result in a substantially adverse impact on the potential market" for the original. 73 While this is indeed a broader test, the framework contained in this paper applies only to libraries and is based on their unique status within society and copyright law. It cannot and would not apply generally to the public or to commercial entities, neither of which would have the same nonprofit, society-focused purpose of a library or the interests in controlling circulation.
Are there other factors a Court can or should consider for fair use?
Since the factors in section 107 are not exclusive, courts are welcome to consider other factors. Since case law provides few examples of these, they are not as easy to define or examine as the traditional prongs, but scholars have posited a few additional factors that could be helpful to libraries. The first is a focus on uses that promote learning 74 as a possible separate factor favoring fair use, an approach that would benefit academic libraries in particular as their collections, and the deployment of them, are tied to the educational mission of their parent institutions. The second calls for equity to be its own factor, where courts would essentially ask which is more fair or reasonable: (1) to ask libraries to expend "scare resources on the same material multiple times because of technological changes," 75 or (2) to allow them to format shift to use content purchased. If they are able to lend materials on the same terms as they lend the physical equivalents, are the authors harmed such that the fair use defense should be denied? 3. Does the ReDigi case have any impact on this analysis?
Observers of digitize-and-lend projects have wondered about the impact on digitize-andlend based on two cases that sought to undertake similar projects with respect to digital music. Both failed, though for reasons that are not entirely extendable to library digitize-and-lend efforts. Those two cases are ReDigi 76 and MP3.COM 77 .
ReDigi is a case about a "used music" service that allows a user to sell a legitimately acquired digital music file to another user, deleting it from the devices of the first before allowing the second to gain access. MP3.COM provided a service where subscribers could store, customize and listen to the music contained on their CDs from any place where they had an Internet connection. Subscribers would provide "proof" of ownership by inserting their CDs into their computers and allowing MP3.COM to verify the CD before providing the user access to the music online. At the time that MP3.COM provided its services, music companies were not yet selling/licensing their music in online sound files. Since the issues raised in both cases were largely the same, this analysis will treat them as one and will use ReDigi as the representative of both, as its court opinion contained more substance than MP3.COM's.
The fair use analysis in both of these cases was minimal, and both concluded that the combination of a non-transformative use, commercial purpose, and likely market damage doomed the fair use claim. 78 As market damage may be presumed in commercial uses, 79 the courts in each case were highly critical of the plaintiffs' fair use defenses. Libraries using digitize-and-lend have a non-commercial purpose, and as noted in an earlier section, damage cannot be presumed in such instances. Since the first and fourth factors play the largest roles in fair use, and a library's purpose is central to the analysis for both factors, the conclusions in MP3.COM and ReDigi are inapplicable here.
The first sale defense was eliminated summarily as well, as it applies only to the disposal of a legitimately acquired copy of an embodiment of a work. In cases of digitize-and-lend, a library is not arguing to lend the original physical item, which certainly would be protected by first sale, but rather a proxy for that item. First sale, therefore, is not directly relevant to digitize-and-lend.
However, the ReDigi case remains important, not for its decision but for its analysis, which could be misinterpreted in a manner beyond the limited context of the decision. The first potential issue is its statement that infringement of the reproduction right rests on whether a new copy is made instead of an additional copy and infringement of the distribution right on the sharing of that new copy. 80 This statement should be properly limited to the examination of the elements of infringement and should not play a role in evaluation of affirmative defenses such as fair use, where an additional copy added to the market should be evaluated differently from a replacement copy that does not increase the numbers of works in circulation, or in other cases where a copy is legally made (e.g., under section 108). Otherwise, libraries would be faced with the incongruous result of being permitted to make a digital copy to replace damaged items but being unable to convey it to another library or archive should the first library close or otherwise be unable to maintain it.
Second is simply a typographic error that carries with it significant consequences if taken at face value. That typographic error can be found in this statement "…the fair use defense is, by its own terms, limited to the assertions of the distribution right." 81 [boldface added] If fair use were to be limited only to the distribution right, then many of the earlier cases on fair use, including Sony, would be undermined, as those cases dealt strictly with the reproduction right. Since the ReDigi court immediately follows this puzzling statement with a citation to 109, though, it should be apparent to all readers and to other courts that the distribution limitation was intended to apply to first sale and not fair use.
Third is the court's view of the newly created digital file as an unlawful reproduction, which could give rise to fears that anyone creating a new digital file from a copyrighted work would be seen as making an unlawful reproduction. However, context matters in this case. The file produced in ReDigi was unlawful because the court determined that fair use did not apply. If the court had found a fair use, then the copy would be a lawful one, and the rest of the court's reasoning would not follow. This is not a far-fetched concept, as academic and educational enterprises have received special dispensation by the courts for acts that would be unfair for commercial enterprises. 82 Last, in reviewing whether or not first sale applied in this instance, the court engaged in a lengthy discussion of digital works and how they could not be treated the same as physical embodiments. The opinion relied heavily on the DMCA Report 83 and implied that copyright provided greater protections for works in digital format than for those in print format. Again, though, in reading the opinion in full, this reading is confined only to first sale, not to digital items in other contexts. While one could also challenge the assumptions by the ReDigi court and the DMCA report by noting that copyright does not protect format, it protects the work, and at some point in time, technology may well be able to completely transfer one digital item from one location to another; the validity of digitize-and-lend efforts does not require this step. Digitize-and-lend relies on fair use, not first sale.
4. What if a digitized version of a title owned by a library is available for sale by the publisher?
The fair use defense for digitize-and-lend does not depend on the absence of a digital copy for sale. Practically speaking, though, there are very few vendors who sell digital works, at least in the academic market. The vast majority of works are licensed, which by definition conveys fewer rights than purchase. If they were available for purchase for a fair price, libraries may well purchase them in that format, simply to avoid the costs and hassle of digitization, but they should not be obligated to do so. A library that can more effectively use its resources by digitizing content it already owns should be permitted to do so even if an identical copy is available for sale by the publisher. After all, the library has already paid once for the content; it is not reasonable to require it to pay again.
Does Texaco 84 impact the analysis at all?
Texaco involved a library at a for-profit organization, where the library routed journal issues to its researchers. If researchers expressed an interest in having a copy of an article in these issues, the library would provide a photocopy of it. Considering the circumstances and the number of copies made, the court determined that this use was not fair use. Williams is a case with facts almost identical to Texaco's but the actor was a non-commercial, research library. 85 The same action determined to be infringement in Texaco was determined to be a fair use in Williams. Texaco itself is not applicable to library digitization-and-lend projects, but the the copyrighted material. Conversely, courts are more willing to find a secondary use fair when it produces a value that benefits the broader public interest."). 83 difference in treatment between the two cases should support the argument that noncommercial library activity should be evaluated differently than commercial activity.
6. What about international copyright and use by users in other countries?
Since controlled circulation and other technological mechanisms (e.g., geofencing) would permit libraries to restrict access only to certain patrons and/or geographic areas, they need not tackle this particular issue immediately. This is a fortunate circumstance, considering the different perspectives of nations on intellectual property.
Despite the Berne Convention 86 and other major copyright treaties, copyright laws around the world vary widely, which is why this paper does not spend time discussing use in other locations. Very few nations recognize fair use in the way that the United States does, and issues such as the public lending right, compulsory royalties, and moral rights change the calculation for each jurisdiction in such a way that it would be impossible to cover in a single paper.
It should be noted, though, that while the analysis of this paper has been confined to the United States, other countries (e.g., Canada, Israel) have been moving closer to a copyright regime that respects uses such as the ones contemplated by fair use in the United States.
Conclusion
Technology cannot be acceptable only when it shifts the balance towards the interests of copyright holders, as online markets, advances in transportation, or advances in printing did. Each of these lowered the cost of doing business and allowed publishers to reach a broader range of buyers. At the end of the day, any changes in the market in digitize-and-lend models are not caused by flooding the market with unauthorized copies of a copyrighted work. They are changed by a technological solution to a service problem that simply was not present at an earlier point in our history.
Libraries have been slow to adopt digitize-and-lend due to issues ranging from equipment costs to debates over minimum standards for digital images to a fear of copyright laws. This article seeks to address the concerns about copyright and redirect energies to practical solutions that libraries face every day on providing our users with access to our collections.
